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REMARKS/ARGUMENTS 

The Present Invention 

The present invention is directed to antibodies specific for gplOO peptides. 
The Pending Claims 

Claims 3,5-7, and 14-25 are pending. 
The Office Action 

The Office Action rejects claims 1-3, 5-20, 24, and 25 under 35 USC 112, first 
paragraph, as allegedly lacking written description. Claims 3, 8-10, 21, and 23 are rejected 
under 35 USC 1 12, second paragraph, as allegedly indefinite. Also, claims 1-25 are rejected 
under 35 USC 101, as allegedly directed to non-statutory matter. Further, claims 1,2, 14, and 
15 are rejected under 35 USC 102(b) as alleged anticipated by WO 92/21767. Claims 1-3 
and 14-16 are also rejected under 35 USC 102(b) as allegedly anticipated by Vennegoor et 
al., Am. J, Pathol 130: 179 (1988), as evidenced by Adema et al., Am. J. Pathol 143: 1579 
(1993) or Bakker et aL, J. Exp. Med. 179: 1005 (1994). Furthermore, claims 1-3, 5, 6, and 
14-16 are rejected under 35 USC 103(a) as allegedly unpatentable over U.S. Patent 
5,679,51 1, in view of Campbell, Monoclonal Antibody Technology . Elsevier Science 
Publishers, Ch. 1,(1984). 

The Amendments to the Claims 

Claims 1, 2, 4, and 8-13 have been cancelled. The term "isolated" has been inserted 
before "antibody" in each pending claim. Claim 3 has been made independent and has been 
amended to incorporate the features of claim 4. Claim 5 has been made into an independent 
claim and has been amended to refer to the peptides of claim 3. Claims 14 and 15 have been 
amended to depend on claim 3. Claim 16 has been amended to depend from claim 7 and to 
delete the phrase "having a formula." Claim 17 has been amended to depend from claim 16. 
Claims 21 and 23 have been amended per the suggestions of the Office. Namely, claim 21 
has been amended so that the "M" of SEQ ID NO: 69 has been capitalized and that SEQ ID 
NO: 104 in claim 23 does not have a "0" at the end. No new matter has been added by way 
of these amendments. 
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Discussion of the Written Description Rejection 

The Office Action rejects claims 1-3, 5-20, 24, and 25 under 35 USC 112, first 
paragraph, as allegedly lacking written description. Specifically, the Office contends that an 
antibody reactive with a peptide having contiguous amino acids derived from the gplOO 
sequence (SEQ ID NO: 27) is not sufficiently supported by the description as filed. The 
rejection is traversed, since the claims have been amended herein to no longer recite "having" 
or "has." Thus, the rejection appears to be moot in view of the claim amendments. 
Applicants therefore request that the rejection be withdrawn. 

Discussion of the Indefiniteness Rejection 

Claims 3, 8-10, 21, and 23 are rejected under 35 USC 1 12, second paragraph, as 
allegedly indefinite. Specifically, the Office argues that the use of "and" in claim 3, line 2, 
renders the claim indefinite. Further, the Office argues that the recitations of 
"KmWGQYWQV" in claim 21, line 3, and of "YLEPGPVTVO" in claim 23, line 2 render the 
claims unclear. The rejection is traversed as the claims have been amended herein. 
Specifically, claim 3 has been amended to a Markush-type claim, such that the recitation of 
"and' 1 is now proper, claim 21 has been amended to capitalize the "m" in the referenced 
peptide sequence, and claim 23 has been amended to delete the "0" from the end of the 
referenced peptide sequence. The claims as amended herein are clear and definite, such that 
the rejection should be withdrawn. 

Discussion of the Utility Rejection 

Claims 1-25 are rejected under 35 USC 101, as allegedly directed to non-statutory 
matter. The Office Action specifically contends that the claimed antibody in not patentable 
as it is a naturally-occurring matter. The claims have been amended to recite "isolated 
antibody." Thus, the rejection is moot. Applicants therefore request that the rejection be 
withdrawn. 

Discussion of the Anticipation Rejections 

Claims 1, 2, 14, and 15 are rejected under 35 USC 102(b) as alleged anticipated by 
WO 92/21767 (hereinafter the f 767 application). Claims 1-3 and 14-16 are also rejected 
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under 35 USC 102(b) as allegedly anticipated by Vennegoor et al., Am. J. Pathol. 130: 179 
(1988) (hereinafter Vennegoor) as evidenced by Adema et ah, Am. J. Pathol 143: 1579 
(1993) or Bakker et ah, J. Exp. Med 179: 1005 (1994). The rejections are traversed for the 
reasons below. 

The Office Action states that the 767 application discloses a sequence which 
corresponds to a portion of SEQ ID NO: 27 of the instant application, as well as antibodies to 
the sequence. The claims as amended herein are directed to antibodies reactive with specific 
peptides of gplOO. The 767 application does not disclose any of the peptides of independent 
claims 3 or 5 (or any of the dependent claims). As such, the 767 application cannot be said 
to anticipate the amended claims. 

The Office Action also contends that Vennegoor inherently anticipates the claimed 
antibody, since the antibody of Vennegoor is described in Adema et ah, Am. J. Pathol 143: 
1579 (1993) and Bakker et aL, J. Exp. Med. 179: 1005 (1994), as an antibody which binds to 
gplOO. As stated above, the claims have been amended herein to be directed to antibodies 
reactive with specific peptides of gplOO. As each of Vennegoor, Adema et ah, and Bakker et 
aL, fail to describe the exact epitope of the antibody of Vennegoor, it cannot be said that 
Vennegoor inherently anticipates the instantly pending claims. Applicants respectfully 
remind the Office that inherency may not be established by possibilities and probabilities. 
The mere fact that a certain thing may result from a given set of circumstances is not 
sufficient. Continental Can Co. USA, Inc. v. Monsanto Co., 20 USPQ 2d 1746, 1749 (Fed. 
Cir. 1991). 

In view of the foregoing, the pending claims are not anticipated by the 767 
application or Vennegoor, Applicants therefore request that the rejection be withdrawn. 

Discussion of the Obviousness Rejection 

Claims 1-3,5, 6, and 14-16 are rejected under 35 USC 103(a) as allegedly 
unpatentable over U.S. Patent 5,679,511 (hereinafter the '51 1 patent), in view of Campbell, 
Monoclonal Antibody Technology , Elsevier Science Publishers, Ch, 1, (1984) (hereinafter 
Campbell). The Office Action specifically argues that the '511 patent teaches a sequence 
which is 98.6% identical to SEQ ID NO: 27 of the instant application, but does not teach 
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antibodies to the sequence. Campbell allegedly teaches that it is customary in the art to make 
monoclonal antibodies to macromolecules without a clear objective for their application. 
Therefore, one of ordinary skill in the art allegedly would have been motivated at the time of 
the instant invention to make the monoclonal antibodies to SEQ ID NO: 27 even without a 
clear objective for their application. 

This rejection is traversed, because, as stated above, the claims have been amended to 
be directed to antibodies reactive to specific peptides of gplOO, which peptides are not taught 
or suggested by the '511 patent. The disclosures of Campbell do not cure the deficiencies of 
the '5 1 1 patent. Therefore, it cannot be said that the combination of the '5 1 1 patent and 
Campbell teach each and every element of the claims. 

In view of the foregoing, the instantly pending claims are patentable over the '511 
patent and Campbell. Applicants therefore request the withdrawal of the rejection. 

Conclusion 

Applicants respectfully submit that the patent application is in condition for 
allowance. If, in the opinion of the Examiner, a telephone conference would expedite the 
prosecution of the subject application, the Examiner is invited to call the undersigned 
attorney. 

^ Respectfully submitted, 

Je*emy N^Yay, Reg, No \\ 3)5 8 7 
LBYDICSjrOIT & M^EK 
700 Thirteenth Street, N.W, Suite 300 
Washington, DC 20005-3960 
(202) 737-6770 (telephone) 
(202) 737-6776 (facsimile) 
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